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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

STANLEY LOGISTICS, LLC :

:

Opposer :

:

v. : Opp. No. 91221566

: Opp. No. 91221141

JS PRODUCTS, INC. :

:

Applicant :

OPPOSER'S REPLY BRIEF TO APPLICANT’S

MEMORANDUM IN OPPOSITION TO MOTION TO CONSOLIDATE

Opposer Stanley Logistics, LLC, through its undersigned attorney, hereby replies to

Applicant’s Memorandum in Opposition to Opposer’s Motion to Consolidate.

In essence, Applicant’s opposition to consolidation is based on two specious claims:

(1) the relevant goods are not related; and (2) Opposer’s allegations of prior rights in the two

oppositions are different. Neither claim is true.

I. The Board Already Has Found That the Goods Are Closely Related.

Contrary to Applicant’s claims, the Board has found that flashlights and tools are closely

related products. In The Black and Decker Manufacturing Company v. Bright Star Industries,

Inc., the Board determined there was a likelihood of confusion after finding that flashlights and

workbench-vises are “closely related” and “both are hardware tools commonly used in both

household and commercial situations”. 220 U.S.P.Q. 890 (T.T.A.B. 1983). As the Board noted,

“Both flashlights and portable workbench-vises are sold through industrial distributors, hardware

stores, home centers, chain stores, discount stores, and various other retail outlets.” Id.
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In the present dispute this close relationship is illustrated by the fact that Opposer sells,

and Applicant intends to sell, both flashlights and tools.

While consolidation does not require that the underlying goods be identical or even

closely related, it is clear from the nearly-identical nature of the Notices of Opposition and the

decision in The Black and Decker Manufacturing Company v. Bright Star Industries, Inc. that

the flashlights and tools at issue in the oppositions are closely related and sold through the same

trade channels to the same consumers.

There will therefore be significant if not total overlap during discovery, with experts and

witnesses, and in the claims and defenses set forth in pleadings, motions, etc. This is precisely

the type of situation that warrants consolidation to avoid duplication and to save time, effort and

expense.

II. The Oppositions Make Nearly Identical Factual and Legal Claims.

It is inaccurate and misleading for Applicant to allege that Opposer’s prior rights in the

two oppositions are different. Applicant’s Memorandum, p. 2. Both oppositions claim priority,

cite the same federal trademark registrations, and allege common law rights. Indeed, the

oppositions are near mirror images of each other.

As an example, Paragraph 11 of both Notices of Opposition are identical and refer to

Opposer’s common law rights (“the goods Stanley provides under its PROTO marks”) and

registered rights (“the goods protected under Stanley’s federal trademark registrations”).

Opposer will substantiate and rely on its common law and registered rights in both oppositions.

Curiously Applicant supports its position by claiming that “Opposer previously deleted

its only lighting related product, namely, ‘power timing lights’ from Reg. No. 889361.” Appl.
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Memo., p. 2. Applicant’s characterization of power timing lights is inaccurate and entirely

irrelevant to this motion to consolidate.

As the attached Wikipedia entry shows, power timing lights are not properly classified as

“lighting related” products, any more than a cigarette lighter would be. Timing lights are

connected to the ignition circuit of internal combustion engines to set the ignition timing. Unlike

the flashlights and portable utility lights at issue in these oppositions, timing lights are not used

to illuminate work areas and Applicant’s reference to that product is misleading and irrelevant.

III. Consolidation is Appropriate.

As it must, Applicant concedes that the opposition proceedings involve the same parties

and marks. Contrary to Applicant’s allegations, the opposition proceedings also involve highly-

related products and common or even identical questions of law and fact. As a result the same

evidence and legal analysis will determine the result in each proceeding. By consolidating the

two cases the Board will save itself and the parties significant time, effort, and expense, and

neither party will be prejudiced or inconvenienced.

Accordingly, Opposer requests consolidation of the proceedings.

STANLEY LOGISTICS, LLC

By _/s/ Jim Davis__________________________

James R. Davis, II

Michael A. Grow

Arent Fox LLP

1717 K Street, NW

Washington, DC 20006-5344

(202) 857 6169

Attorney for Opposer



4
AFDOCS/12171936.1

CERTIFICATE OF SERVICE

It is hereby certified that a copy of the foregoing Opposer’s Reply Brief to Applicant’s

Memorandum in Opposition to Motion to Consolidate is being served upon Applicant's counsel

of record in the PTO and TTAB

Paul G. Juettner

Greer Burns & Crain Ltd.

300 South Wacker Drive, Suite 2500

Chicago, IL 60606

pjuettner@gbclaw.net, tproehl@gbclaw.net

by first class mail, postage prepaid, and as agreed by the parties, via email on June 10, 2015.

_/s/ Jim Davis_________________________________




